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DETAILED ACTION 

1 . This Office Action is a response to the remarks filed on July 25, 2008. Claims 23, 
25, 32, 33, 36 and 37 have been amended without prejudice; no claims have been 
cancelled or added. 

2. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on July 25, 
2008 has been entered. 

3. In view of amendment(s), remarks and Declaration 1.132, the rejection of claims 
16, 17. 23, 25, 27 and 29-37 has been withdrawn. 

4. Claims 16, 17. 23, 25, 27 and 29-37 are pending. 



EXAMINER'S AMENDMENT 

5. An examiner's amendment to the record appears below. Should the changes 
and/or additions be unacceptable to applicant, an amendment may be filed as provided 
by 37 CFR 1 .312. To ensure consideration of such an amendment, it MUST be 
submitted no later than the payment of the issue fee. 

Authorization for this examiner's amendment was given in a telephone interview 
with Ms. Ann M. Cannoni (Reg. No. 35,972) on September 1 1 , 2008. 

6. Claims 12-15, 18-22, 24, 26 and 28 have been cancelled. 



Application/Control Number: 10/505,346 Page 3 

Art Unit: 1796 

7. Claim 16, line 6 (after the formula (1)): delete parenthesis before the word 
"wherein"; after the words "are each" insert -independently selected from the group 
consisting of--; 

Claim 16, line 7: after the words "a hydrogen atom," delete the word "or" and 
insert -a-; after the words "a C22 or lower alkyl group," insert - a C22 or lower 
hydroxyalkyl group, a C22 or lower alkylamine group, a C22 or lower alkyl ether group, a 
C22 or lower alkyl ester group, a C22 or lower alkylamide group, a C22 or lower aryl 
group, or a group that has a cyclic structure when any two of R 2 to R 4 bond together, — ; 

Claim 16, line 7: delete the words "(that may have a substituent (two or three of 
R 2 to R 4 may not be hydrogen atoms)"; 

Claim 29, line 6 (after the formula (1 )): delete parenthesis before the word 
"wherein"; after the words "are each" insert -independently selected from the group 
consisting of-; 

Claim 29, line 7: after the words "a hydrogen atom," delete the word "or" and 
insert -a-; after the words "a C22 or lower alkyl group," insert - a C22 or lower 
hydroxyalkyl group, a C22 or lower alkylamine group, a C22 or lower alkyl ether group, a 
C22 or lower alkyl ester group, a C22 or lower alkylamide group, a C22 or lower aryl 
group, or a group that has a cyclic structure when any two of R 2 to R 4 bond together, — ; 

Claim 29, line 7: delete the words "(that may have a substituent (two or three of 
R 2 to R 4 may not be hydrogen atoms)"; 
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Claim 30, line 6 (after the formula (1)): delete parenthesis before the word 
"wherein"; after the words "are each" insert -independently selected from the group 
consisting of--; 

Claim 30, line 7: after the words "a hydrogen atom," delete the word "or" and 
insert -a-; after the words "a C22 or lower alkyl group," insert - a C22 or lower 
hydroxyalkyl group, a C22 or lower alkylamine group, a C22 or lower alkyl ether group, a 
C22 or lower alkyl ester group, a C22 or lower alkylamide group, a C22 or lower aryl 
group, or a group that has a cyclic structure when any two of R 2 to R 4 bond together, — ; 

Claim 30, line 7: delete the words "(that may have a substituent (two or three of 
R 2 to R 4 may not be hydrogen atoms)"; 

Claim 34, line 6 (after the formula (1 )): delete parenthesis before the word 
"wherein"; after the words "are each" insert -independently selected from the group 
consisting of-; 

Claim 34, line 7: after the words "a hydrogen atom," delete the word "or" and 
insert -a-; after the words "a C22 or lower alkyl group," insert - a C22 or lower 
hydroxyalkyl group, a C22 or lower alkylamine group, a C22 or lower alkyl ether group, a 
C22 or lower alkyl ester group, a C22 or lower alkylamide group, a C22 or lower aryl 
group, or a group that has a cyclic structure when any two of R 2 to R 4 bond together, — ; 

Claim 34, line 7: delete the words "(that may have a substituent (two or three of 
R 2 to R 4 may not be hydrogen atoms)". 
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Allowable Subject Matter 

8. Claims 16, 17. 23, 25, 27 and 29-37 are allowed. 

9. The following is a statement of reasons for the indication of allowable subject 
matter: the present claims are allowable over the closest references: Oguni et al. (U.S. 
Patent 5,698,627) and Butler et al. (U. S. Patent 3,288,770). 

Oguni discloses a novel additive for papermaking. The additive comprises an 
aqueous solution of a copolymer obtained by reacting (a) an acrylamide, (b) a vinyl 
monomer which is copolymerizable with component (a) and has a cationic group, (c) at 
least one of vinyl monomers which are copolymerizable with component (a) and (b) and 
have 2, 3 or 4 carboxyl groups in a molecule thereof and/or a salt thereof, optionally (e) 
a nonionic monomer which is copolymerizable with components (a), (b) and (c) if 
desired, and (d) a cross-linking compound, in the presence of (f) at least one of ethylene 
glycol, diethylene glycol, diethanolamine and glycerin. This novel additive for 
papermaking is able to achieve excellent freeness and retention in the process of 
papermaking and provides paper with increased strength (abstract). 

Oguni discloses that the above-mentioned (a) acrylamide includes acrylamide, 
(meth) acrylamide as well as N- substituted acrylamides such as N-methyl 
(meth)acrylamide, N-ethyl (meth)acrylamide, N,N-dimethyl (meth)acrylamide, N-iso- 
prOpyl(meth)acrylamide, N-t-octyl (meth) acrylamide, etc. One of them can be used 
alone or two or more of them can be used in combination (col. 2, lines 39-45). These 
monomers correspond to monomer (b) of the claims 16 and 17. 
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The above-mentioned (b) vinyl, monomer includes vinyl monomers containing 
tertiary, secondary or primary amino group such as allylamine etc. or their salts of 
inorganic or organic acid such as hydrochloric acid, sulfuric acid, formic acid, acetic 
acid; etc. (col. 2, lines 53-55), which is corresponding to monomer (a). 

Typical examples of the above-mentioned (c) vinyl monomer which is 
copolymerizable with components (a) and (b) include divalent unsaturated carboxylic 
acid such as maleic acid, fumaric acid, itaconic acid, muconic acid, citraconic acid, etc.,. 
and their salts of an alkali metal such as sodium, potassium, etc. and ammonium salt; 
allylsulfonic acid, 2-acrylamide-2-methylpropanesulfonic acid, etc. (col. 3, lines 8-30), 
which is corresponding to monomer (cl). 

All of the above monomers can be used alone or two or more in combination (col. 
3, lines 5-7, 18-20, 28-30), which is corresponding to monomer (c2). 

As the above-mentioned (d) cross-linking compounds, di(meth)acrylates such as 
ethyleneglycol di(meth)acrylate, diethyleneglycol di(meth)acrylate, triethyleneglycol 
di(meth)acrylate, propyleneglycol di(meth)acrylate, etc. can be used (col. 3, lines 32- 
62). 

Oguni discloses that the above-mentioned (b) vinyl monomer includes vinyl 
monomers containing tertiary, secondary or primary amino group such as allylamine 
etc. or their salts of inorganic or organic acid such as hydrochloric acid, sulfuric acid, 
formic acid, acetic acid, etc. (col. 2, lines 53-55). 

Butler discloses water- soluble, high molecular weight linear polymers having a 
linear chain of repeating rings with quaternary ammonium salt groups, and a method of 
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making such polymers (col. 1, lines 10-15). Butler discloses quaternary ammonium 
chloride salt monomer in which the quaternary ammonium cation is represented by one 
of the formulae, which are analogous to formula (1 ) of the claim 1 6 (col. 2, lines 1 -27). 

In the above formulae, A and B independently represent an alkyl, hydroxyalkyl, or 
phenyl radical which may contain as substituents such groupings as amido, mono- and 
dicyclic aryloxyl cyano, etc. (col. 2, line 71 through col. 3, line 22). 

However, both references do not disclose or fairly suggest instantly claimed 
monomer (a) having only one vinyl group attached to the nitrogen atom through R 1 
where R 1 is a Ci to C4 alkylene group, and each of R 2 , R 3 and R 4 is a hydrogen atom or 
C22 or lower alkyl group that may have a substituent, and instantly claimed method for 
manufacturing the papermaking chemical, wherein the polymerization is carried out in 
the present of the specific urea compounds, as per amended claims 23, 25, 32, 33, 36 
and 37 

1 0. As of the date of this Notice of Allowability, the Examiner has not located or 
identified any reference that can be used singularly or in combination with another 
reference including Oguni et al. and Butler et al. to render the present invention 
anticipated or obvious to one of ordinary skill in the art. 

11. In the light of the above discussion, it is evident as to why the present claims are 
patentable over the prior art. 

Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delay, should preferably 
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accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reason for Allowance". 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL M. BERNSHTEYN whose telephone number 
is (571 )272-241 1 . The examiner can normally be reached on M-Th 8-6:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Michael M. Bernshteyn/ 
Examiner, Art Unit 1796 
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/M. M. B.l 

Examiner, Art Unit 1796 
/Randy Gulakowski/ 

Supervisory Patent Examiner, Art Unit 1796 



